1001 



FTTZPATRICK, CELLA, HARPER & SCBSTO 

30 Rockefeller Plaza 
New York, NY 10112-3801 
(212) 218-2100 

Facsimile: (212) 218-2200 
FACSIMILE COVER SHEET 



TO: 


The Office of the Commissioner of Patents 
Attn: MAGDALEN GREENLIEF 


FROM: 


Peter Saxon 


RE: 


U.S. Pat. Appln. 10/559,966 
Our Ref.: 03500.017755 


FAX NO.: 


571-273-0125 


DATE: 


November 2$ 2007 NO. OF PAGES: 

(fncltuBw eottrpagt) 


TIME: 


SENT BY: 



MESSAGE 



I hereby certify that this correspondence is being facsimile transmitted to 
the United States Patent and Trademark Office, Fax No. 1-571 -273-01 25 
on November 2or 2007 



(Date of Facsimile Trajism^cm) 



(Name of Attorney for Applicant) 

November ^2007 
Signature Date of Signature 



IF YOU DO NOT RECEIVE ALL THE PAGES 
PLEASE CALL 212-218-2100 AS SOON AS POSSIBLE. 

Note: We are transmitting from a Canon Model FAX-L770 

(compatible with any Group I, Group II or Group in machine). 



This pa 



FACSIMILE MESSAGE AND ACCOMPANYING DOCUMENTS ARE INTENDED ONLY FOR THE USB OF THE ADDRESSEE 
I INDICATED ABOVE. INFORMATION THAT IS PRIVILEGED OR OTHERWISE CONFIDENTIAL MAY BE CONTAINED THEREIN. IF 
YOU ARB NOT THE INTENDED RECIPIENT, YOU ARE HEREBY NOTIFIED THAT ANY DISSEMINATION, REVIEW OR USE OF THIS 
MESSAGE, DOCUMENTS OR INFORMATION CONTAINED THEREIN IS STRICTLY PROHIBITED. IF YOU HAVE RECEIVED THIS 
MESSAGE IN ERROR, PLEASE NOTIFY US IMMEDIATELY BY TELEPHONE OR FACSIMILE AND MAIL THE ORIGINAL TO US AT 
[THE ABOVE ADDRESS. THANK YOU. 



11/28/2007 17:10 FAX 1212 218 4552 



FITPATRICK - NY 



@002 



03500.017755. PATENT APPLICATION 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Application of: ) 

Examiner: NYA 

AYAIMADAETAL. ) 

: Art Unit: 1763 
Application No. : 1 0/559,966 ) 

: Confirmation No.: 6543 
Filed: December 8, 2005 ) 

For: PROCESS FOR PRODUCING ) 

STRUCTURE, FUNCTIONAL : 

STRUCTURE, AND MAGNETIC ) 

RECORDING MEDIUM : 1 November 28, 2007 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



LETTER SUBMITTING PAPERS UNDER PPH PILOT PROGRAM 

Sir: 

Applicants hereby request accelerated examination of the above-identified 
application under the Patent and Trademark Office's Patent Prosecution Highway (PPH) 
Pilot Program based on allowed claims of a Japanese application from which the present 
application claims priority under 35 U.S.C. § 1 19. Submitted herewith are the following 
documents for the accelerated examination: 

1 ) Request for Participation in PPH Pilot Program (Form PTO/SB/20) 

2) Notification of Reasons for Refusal (in Japanese) 

3) English translation of Notification of Reasons for Refusal 

4) Japanese final (allowed) claims (in Japanese) 

5) English translation of Japanese final (allowed) claims 

6) Verification of translations 

7) Preliminary Amendment 
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The prior-art documents cited in the mentioned Japanese counterpart 
application have already been cited in a previously filed Information Disclosure Statement. 

While it is not believed that a separate Petition to make special is required 
and thai the Request (document 1 ) fulfills the requirements for such a Petition, should the 
Office determine that a separate Petition is required, this Letter should be treated as a 
Petition to make the application special under the Office's PPH Pilot Program. As set forth 
in the Request, the Petition fee should be charged to Deposit Account 50-3939. 



telephone at (212) 218-2100. AH correspondence should continue to be directed to our 
address given below. 



Applicants' undersigned attorney may be reached in our New York office by 



Respectfully submitted, 




Leonard P, Diana 
Attorney for Applicants 
Registration No.: 29,296 



FITZPATRICK, CELLA, HARPER & SCINTO 
30 Rockefeller Plaza 
New York, New York 101 12-3800 
Facsimile: (212)218-2200 
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PTO/SB/20 (01-07) 
Approved for use through 12/31/2008. OMB 0651-0058 
U.S. Patent and Trademark Office; U.S DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1 995, no persons are required to respond to a collection of information unless it displays a valid OMB control number. 



Request For Participation In The Patent Prosecution Highway(PPH) Pilot Program 
Between The JPO And The USPTO 



Application "No.: 


10/559,966 


First Named Inventor: 


Aya lmada 


Filing Date: 


December 8, 2005 


Attorney Docket No.: 


03500.017755 


Title pf the 
Invention: 


PROCESS FOR PRODUCING STRUCTURE, FUNCTIONAL STRUCTURE, AND MAGNETIC 
RECORDING MEDIUM 



This Request For Participation in the PPH pilot program must be faxed to: 

The Office Of The Commissioner For Patents at 571 -273-0125 Directed to the attention of Magdalen Greenuef 



APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PATENT PROSECUTION HIGHWAY (PPH) PILOT 

PROGRAM AND PETITIONS TO MAKE THE ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PPH PILOT PROGRAM. 

The above-identified application validly claims priority under 35 U.S.C. 1 1 9(a) and 37 CFR 1 .55 to one or mora corresponding JPO 
application^). 

The JPO application number(s) Is/are: (1) Japan 2003-163852 



The tiling date of the JPO applicatlon(s) is/are: f1) 06/09/2003 



L List of Required Documents: 

a. A copy of all JPO office actions (excludinq "Declsion to Grant a Patent") in the above-identified JPO 
application^). 

H is attached. 

□ Is available via Dossier Access System. Applicant hereby requests that the USPTO obtain these documents via 
the Dossier Access System. Claims granted without refusal by JPO. 

b. A copy of all claims which were determined to be patentable by the JPO in the above-identified JPO 
application^). 

H is attached. 

□ Is available via Dossier Access System. Applicant hereby requests that the USPTO obtain these 
documents Yia the Dossier Access System. 

c. English translations of the documents in a. and b. above along with a statement that the English translations 
are accurate are attached. 

No documents cited by the JPO. 



[Page 1 of 2] 

This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d), The information is required to obtain or retain a benefit by the 
public, which is lo file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 1 22 and 37 CFR 1.11 and 1.14. This collection 
is estimated to take 2 hours to complete, including gathering, preparing, and submitting the completed application form lo the USPTO. Time will vary depending 
upon the individual case. Any comments on the amount of time you require to complete this form and/or suggestions for reducing this burden should be sent to 
the Chief Information Officer. U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450. Alexandria, VA 223 13-1450. DO NOT SEND 
FEES OR COMPLETED FORMS TO THIS ADDRESS. FAX COMPLETED FORMS TO: OITice or the Commiastoner for Patents at S71-27WmS, 
Attention: Magdalen Greenlief, 
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PTO/SB/2Q (01-07) 
Approved for use through 12/31/2008. OMB Q651O058 
U.S. Palenl and Trademark Office; U.S DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of Information unless It displays a valid OMB control number. 



Request For Participation In The Patent Prosecution Highway(PPH) Pilot Program Between The JPO 

AND THE USPTO 

(continued) 


Application No.: 


10/559,966 


First Named Inventor: 


Aya Imada 


II. Claims Correspondence Table: 


Claims in US Application 


Patentable Claims 
in JP Application 


Explanation regarding the correspondence 


16 


1 


Both claims are identical 




17 


2 


Both claims are identical 




18 


3 


Both claims are identical, except for dependency 


19 


4 


Both claims are identical, except for dependency 


20 


5 


Both claims are identical, except for dependency 


21 


6 


Both claims are identical 




III. All the claims in the US application sufficiently correspond to the patentable/allowabie claims in the JPO 
application. 


IV. Payment of Fees; 








The Commissioner is hereby authorized to charge the petition fee under 37 CFR 1.17(h) as required by 37 CFR 
1.102(d) to B Deposit Account No. 50-3939 


□ Credit Card. Credit Card Payment Form (PTO-2038) Is attached. 



^nature stC^—J 




Date: 28 November 2007 


Name: LEONARD P. 
(PrlntHyped) ^ 


j)IANA 


Registration Number 29,296 



[Page 2 of 2] 
(Form #219) 
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CLAIMS 

1. A process for producing a structure having 
holes, comprising the steps of: 

providing a first member having a patterning layer 
comprised of a material soluble during anodization on 
a layer to be anodized, 

forming a protrusion-depression structure on the 
patterning layer by impressing a second member having 
protrusions on the patterning layer, and 
anodizing the substrate by immersing the substrate in 
an anodization solution, retaining the patterning 
layer in the depression of the protrusion-depression 
structure, to form holes on the substrate, starting 
from the depression side. 



15 



20 



2. The process according to claim 1, wherein 
the patterning layer consists of a material having a 
less strength than the second member. 

3 . The process according to claim 1 or 2 , 
wherein the patterning layer contains an alkoxide. 

4. The process according to any one of claims 
25 1 to 3, wherein the height of the protrusions of the 
second member is larger than the thickness of the 
patterning layer - 



PAGE 2/3 * RCVDAT 12/17/2007 11:04:43 AM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/34 * ON1S:2731012 * CSID:212 218 2155* DURATION (mm-ss):00-56 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re patent application of 
Inventor; Aya IMADA et ai. 
Application No. 10/559,966 

Title: PROCESS FOR PRODUCING STRUCTURE, STRUCTURE THEREOF, AND MAGNETIC 
RECORDING MEDIUM 

VERIFIED TRANSLATION OF DOCUMENT S CONCERNING JAPANESE PATENT APPLICATION 

I, SHINICHI USUI, a Japanese Patent Attorney registered No. 9694, 
of Okabe International Patent Office at No. 602. Fuji Bldg. , 2-3,' 
Marunouchl 3-chome, Chiyoda-ku. Tokyo, Japan, hereby declare under 
penalty of perjury under the laws of the United States of America that 
I have a thorough knowledge of Japanese and English languages, and that 
the attached are accurate translations of the documents listed below 
concerning Japanese Patent Application No. 2003-163852} 



Final Claims 

Notification of Reason for Refusal 



Signed this14tlt day of September, 2007 




SHINICHI USUI 



/ 
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5. A process for producing a functional 
structure comprising a step of filling a functional 
material into the holes formed in the process set 

5 forth in any one of claims 1 to 4 . 

6. A process for producing a magnetic 
recording medium, wherein the functional material set 
forth in claim 5 is a magnetic material . 
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(TRANSLATION) 

Docket No. 254329 

Dispatch No. 019932 

Date of Dispatch: January 19, 2006 



NOTIFICATION OF REASON FOR REFUSAL 

Patent Application No. 2003-163852 
Drawing Date: January 16, 2006 

Patent Office Examiner: OGAWA, Ryoh 3006 2GO0 

Agent for Applicant: Jouhei Yamashita (and 1 other) 

Applied Articles: Articles 29, Paragraph 2 and Article 37 of the Patent Law 

This application shall be rejected by the following reaaon(s). If the 
applicant has any opinions thereon, he/she is invited to file a written opinion 
within 60 days from the date of dispatch of this notification. 

REASON 

Reason 1 

This application does not satisfy the requirements concerning the 
specification prescribed in Article 37 of the Patent Law, for the following NOTE. 

NOTE 

The inventions of claim 1 and dependent claims 2 to 9 thereto, and the 
invention of claim 10 obviously do not have the same or corresponding particular 
technical feature to each other("feature of merely impressing" being already 
disclosed in the prior technique, obviously not constituting a contribution of the 
invention to the prior technique, and not being recognizable aa a particular 
technical feature), so that this application does not satisfy the requirements set 
forth in Patent Law, article 37, 

As this application violates Patent Law, article 37, the examination on the 
requirements such as novelty, inventive step etc. has not been made on claims 
other than claims 1 to 9. 



Reason 2 

The invention as set forth in the following claims of this application does 
not deserve a patent grant under Article 29, Paragraph 2 of the Patent Law, 
because it is recognized that the invention has been able to be readily invented 
by a person having ordinary skill in the art prior to the filing of this application, 
based on the inventions as disclosed in the following publications published or 
publicly available from telecommunication network in Japan or abroad prior to 
the filing of this application. 

NOTE(F or Cited References, see LIST OF CITED REFERENCES below) 

• Claims 1 to 9 

• Cited References 1, 2 

• Remarks 



-1- 
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As in the invention described in Cited Reference 1, for example (See Figs 
and 4, Example 4, Example 6, [0043] to [0046] etc. As described in [0046], the ' 
barrier coating is conceived in various types such as an oxide. Also see 
Japanese Patent Application Laid-Open No. 2001-138300, Japanese Patent 
Application Laid-Open No. 2000-315785 etc.), there is already known a process 
for producing a structure having a fine hole of a prescribed pattern, for use in a 
magnetic recording medium and the like, by anodizing a substrate such as 
aluminum in a state where a barrier coating patterned in a prescribed fine 
pattern is disposed in an upper layer. 

Cited Reference 2 describes a patterning process for a fine pattern by 
nanoimprinting. Therefore, as these processes are in common in a patterning 
for a fine pattern, no particular difficulty is recognized in applying it to the 
patterning of the barrier coating described in Cited Reference 1. Cited 
Reference 2 also describes features of claims 2 and 6. 

Therefore, the inventions of claims 1 to 9 can be easily conceived, based on 
the inventions described in Cited References 1 and 2, by those skilled in the art. 

Also the adoption of steps as described in claims 3 and 5 is merely of a 
level that can be suitably executed by those skilled in the art. Also in 
consideration of a fact that the usable coating materials described in [0046] and 
the usefulness of alkoxides in forming an oxide film are already known, the 
invention described in claim 4 is also within an ordinary creative ability of those 
skilled in the art. Furthermore, when the material of the barrier coating is 
weak in resistance to the developing solution, the protection therefor is 
commonly used in the general developing method for etching and the like, so that 
tne invention described in claim 7 is also within an ordinary creative ability of 
those skilled in the art. 



LIST OF CITED REFERENCES 

1 . Japanese Patent Application Laid-Open No. 2002-4087 

2. U. S. Patent 5,772,905 



RECORDS OF PRIOR ART SEARCH 
-- Field of Search IPC 7th edition B82B3/00 

— Prior Art Documents 

Japanese Patent Application Laid-Open No. 2003-196815 

U. S. Patent 6,309,580 

WO 00/00868 pamphlet 

WO 2002/007199 pamphlet 

Japanese Patent Application Laid-Open No. 2000-232095 
Japanese Patent Application Laid-Open No. 2001-250217 
WO 01/020402 pamphlet 

This records of prior art search do not constitute the reason of refusal. 

, Any inquiry concerning this notification or any request for interview 
should be directed to Ryoh OGAWA, examiner, Patent Examining Section I, nano 
physics: 

TEL: 03-3581-1101 ext. 3225, 3226 
FAX: 03-3592-8858 
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Disclaimer: 

This English translation is produced by machine translation and may contain errors. The JPO, the INPIT, and those who 
drafted this document in the original language are not responsible for the result of the translation. 

Notes: 

1. Untranslatable words are replaced with asterisks (****). 

2. Texts in the figures are not translated and shown as it is. 

Translated: 22:29:17 JST 12/13/2007 
Dictionary: Last updated 1 1/16/2007 / Priority: 



Decision to Grant a Patent 



Application number: Application for patent 2003-163852 
Date of Drafting: Heisei 18(2006) August Four days 
Patent examiner: OGAWA, Akira 3006 2G00 

Title of invention: The manufacture method of a structure, a functional structure, and a 

magnetic recording medium 

The number of claims: 6 

Applicant: CANON KABUSHIKI KAISHA 

Representative: YAMASHITA, Johei (and 1 others) 

This application is to be granted a patent as there is no reason for refusal. 
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Director General(p.p.) Director(p.p.) Examiner Assistant examiner Manager for Determination 
of Classification MURATA, Naohide OGAWA, Akira GOTO, Ryoji 81 17 3006 9610 

1. Distinction of Patent: Usually 

2. Reference documents: ** 

3. Application of Patent Law, Section 30: Nothing 

4. Change of Title of Invention: Nothing 

5. International Patent Classification (IPC) 

B82B 3/00 B41M 5/00 101 C23F 1/00 102 C23F 1/02 C23F 4/00 A C25D 5/02 B C25D 5/34 , 
C25D 7/00 K, C25D 1 1/02 , C25D 1 1/04 304 , G1 1B 5/855 

6. Deposition of Microorganism 

7. Display of Purport that Retroactivity of Filing Date is not Accepted 



Decision to Grant a Patent(Memorandum) 

Application number: Application for patent 2003-163852 
1. Technical Fields to Be Searched (IPC, DB Name) 

http://dossier2.ipdl.inpit.goop/cgi-bin/tran_web_cgi_ejje?u=http%3A%2F%2Fdossier2%2E... 12/13/07 
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B82B 3/00 B41M 5/00 C23F 1/00 C23F 1/02 C23F 4/00 C25D 5/02 C25D 5/34 C25D 7/00 
C25D 1 1 /02 C25D 1 1 /04 G 1 1 B 5/855 

2. Reference patent documents 

United States patent 05772905th (US, A) JP,2002-004087,A (JP, A) JP.6-2167.A (JP, A) 
JP.2001-166717.A (JP, A) JP.11-224422.A (JP, A) JP.2002-91344.A (JP, A) J P, 2001- 
105400.A (JP, A) JP.2002-84037.A (JP, A) JP.2000-232095.A (JP, A) JP.2001 -25021 7,A = 
(JP,A) 

3. Reference books and magazines 



[Translation done.] 
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